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i For: JOINT REPLACEMENT METHODS AND APPARATUS 



RESPONSE TO OFFICE ACTION 



Croup No,: 3738 
Examiner Bruce Snow 



Commissioner for Patents 
POBox 14S0 

Alexandria, VA 22313-1450 
Dear Sin 

In response to the communication dated August 2, 2006, the Examiner's attention is 
directed to the following remarks* 

Claims 12 T 14. 17, 19-21, 30 and 34 stand rejected under 35 U.S-C. §102(b) over Ritter 
0406). However, Ritter docs not teach "a body adapted for placement relative to one of the 
medial or lateral sides of the bone/* Rather, Ritter leaches a body adapted for placement against 
44 thc distal femoral surface 17S/ f 0406 patent, col. 10, lines 50-51). Claim 12 and 17-21 also 
stand rejected under 35 U.S.C. §102(b) over Berlin ( 4 645). Bertin likewise does not teach "a body 
adapted for placement relative to one of the medial or lateral sides of the bone/* Rather, Bertin 
leaches a body adapted for placement over the distal end of a femur— nothing touches cither the 
medial or the lateral sides. Accordingly, for at least this reason, prima facie anticipation has not 
been established. 

Jf it is. the Examiner's position that the body 1 30 of Ritter or the body 20 of Bertin reads on 
this limitation because both devices are wide enough to span the entire distal end of the bone, such 
an interpretation runs counter to that disclosed by applicant and to that understood by one of 
ordinary skill in the arc It is the use of the words in the context of the written description and 
customarily by those skilled in the relevant art that accurately reflects both the "ordinary" and the 
"customary** meaning of the terms in the claims. Ferguson Beauregard/Logic Controls v. Mega 
Systems, 350 F3d 1327, 1338, 69 USPQ2d 1001, 1009 (Fed. Cir. 2003). 
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The broadest treasonable interpretation of the claims must also be consistent with the 
interpretation that those skilled in the art would reach. In re Cortrigta, 165 F.3d 1353, 1359, 49 
USPQ2d 1464, 1468 (Fed. Cir. 1999) M [T]he ordinary and customary meaning of a claim term is 
the meaning that the term would have to a person of ordinary skill in the art in question at th&time 
of the invention, ue. % as of the effective filing date of the patent application/* Phillips v. AWH 
Corp.* 415 F.3d 1301 (Fed Cir. 2005), 75 USPQ2d 1321 (Fed. Cir. 2005) {en banc); Sunrace 
Roots Enter. Co. v. SRAM Corp.. 336 F.3d 1298, 1302, 67 USPQ2d 1438, 1441 (Fed. Cir. 2003); 
BrookltUl'Wilk I. LLC v. Intuitive Surgical. Inc., 334 F.3d 1294, 1298 67 USPQ2d 1132, 1136 
(Fed Cir, 2003)CIn ihe absence of an express intent to impart a novel meaning to the claim terms, 
the words are presumed to take on the ordinary and customary meanings attributed to them by 
those of ordinary skill in the art.**). ■ 

As evidenced by the definition submitted herewith, "medial" means "pertaining to the 
middle; in or toward the middle; neater the middle of the body. Medial is as opposed to lateral. 
For example, tlte medial side* of the knee is the side closest to the other knee whereas the lateral 
side of the knee is tlte outside of tlte knee. " 

Since Applicant has not deviated from this definition, neither should the Examiner. Claim 
intctpretauon must be consistent with the specification/' In re Hyatt* 211 F.3d 1367, 1372, 54 
USPQ2d 1664, 1667 (Fed. Cir. 2000), The written description must be examined in every case* 
because it is relevant not only to aid in the claim construction analysis, but also to determine if the 
presumption or ordinary and customary meaning is rebutted. See Renishaw PLC v. Marposs 
Societa* per A&oni. 158 F.3d 1243, 1250, 48 USPQ2d 1117, 1122 (Fed. Cir. 1988). The 
presumption will be overcome where the patentee, acting as his or her own lexicographer, has 
clearly set forth a definition of the term different from its ordinary and customary meaning. See In 
re Paulsen* 30 F.3d 1475, 1480, 31 USPQ2d 1671, 1674 (Fed. Cir. 1994); InteUicalU Inc. v. 
Pltonometrics. Inc.. 952 F.2d 1384, 1387-88, 21 USPQ2d 1383, 1386 (Fed. Cir. 1992); "The 
presumption also will be rebutted if the inventor has disavowed or disclaimed scope of coverage, 
by using words or expressions of manifest exclusion or restriction, representing a clear disavowal 
of claim scope. See Teleflex, Inc. v. FicosaN. Am. Corp., 299 F.3d 1313, 1324, 63 USPQ2d 1374, 
1380 (Fed. Cir. 2002). In this case, however, no such disavowal or disclaimer has taken place. 
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Regarding claims 19 and 20, applicant docs not understand the rejection. Item 30 of Ritter . 
is an intramedullary rod. Since it is inaccessible, how can body attach to its medial or lateral side. 
As for Bertin, nothing attached to the medial or lateral side of intramedullary stem 32 or augment 
33, 

Although claims 14, 17, 21, 30 and 34 stand rejected under 35 U.S.C. §102(b) over Ritter 
0406), and although claims 17, 18 and 21 stand rejected under 35 U.S.C- §102(b) over Berlin 
( c 645), the Examiner provides no arguments in support of the rejection. Applicant respectfully 
requests that the Examiner issue a new, non-final Office Action with an examination or allowance 
of all pending claims. 



Respectfully sub 



By 




* Dated: Nov, 2, 2006 



John G. 
Reg. No. 
GilTord, KSass, Groh, Sprinkle, 
Anderson «& Citkowski, PC 
POBox 7021 
Troy, Ml! 48007-7021 
(734)913-9300 FAX (734) 913-6007 
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